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Art Unit: 3752 

DETAILED ACTION 

1 . In view of tine Appeal Brief filed on 06/29/2009, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

/Len Irani 

Supervisory Patent Examiner, Art Unit 3752. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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3. Claims 9 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent 6,446,885 to Sims et al. (Sims et al.). 

As to claim 9, Sims et al. discloses a fuel injector comprising: a solenoid coil 
(110); a tubular support (34) acting as an inner pole of the solenoid coil (see Figure 1); 
and a filter element (134) affixed on an outer contour of the tubular support (see Figure 
2); wherein the outer contour of the tubular support includes grooves (58); wherein the 
tubular support includes a shoulder (166) on a discharge side of the grooves; and 
wherein the shoulder extends radially outward beyond outer edges of the grooves (see 
Figure 2). 

As to claim 13, Sims et al. discloses the filter element rests against the shoulder 
(see Figure 2; see also column 6, lines 4-9). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 9, 11 andl 3-22 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over US Patent 5,335,863 to DeGrace (DeGrace) in view of US Patent 
3,779,268 to Conkling (Conkling). 

As to claim 9, DeGrace discloses a fuel injector comprising: a solenoid coil (20); 
a tubular support (30) acting as an inner pole of the solenoid coil; and a filter element 
(38) affixed on an outer contour (top portion of 30) of the tubular support (see Figure 2); 
wherein the tubular support includes a shoulder (at 48; see Figure 2); and wherein the 
shoulder extends radially outward (shoulder extends radially outward beyond the outer 
edge of the top of 30). DeGrace does not expressly disclose the outer contour of the 
tubular support includes grooves. 

However, Conkling discloses a tubular support (50) and a filter element (42, 46 
and 56) affixed on an outer counter of the tubular support (see Figure 2), wherein the 
tubular support includes grooves (at 58) for the purpose of providing a secure fitting for 
the filter element. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of applicant's invention to have added grooves to the top of the tubular support 
of DeGrace as taught by Conkling in order to provide a more secure fitting for the filter 
element. 

As to claim 1 1 , DeGrace as modified by Conkling above does not expressly 
disclose machine cutting the grooves with the aid of a form steel. 
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However, machine cutting witli steel is well known in the art for making grooves 
as desired. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of applicant's invention to have made the grooves in the tubular support by 
machine cutting with the aid of a form steel since the method of machine cutting is well 
known in the art and does not create a structural difference from the cited prior art. 

As to claim 13, DeGrace discloses the filter element rests against the shoulder 
(see Figure 2). 

As to claims 14-16, DeGrace discloses an extension sleeve (34; see Figure 2) 
surrounding the extehor of the filter element, wherein the extension sleeve has an inner 
diameter that is slightly smaller than an outer diameter of the filter element, whereby a 
press-fit between the filter element and the tubular support is achieved by the extension 
sleeve (see column 3, lines 52-68; see also claim 3). 

As to claims 17-21, DeGrace discloses the filter element includes a cup-shaped 
filter (see Figure 2). DeGrace does not expressly disclose the filter being made of a 
cloth material and a glass fiber plastic extrusion coat. 

However, applicant admits in the specification (page 2, lines 23-26), "The filter 
element is able to be manufactured like conventional filter elements, in the shape of 
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a cup and made from cloth material and a fiber glass plastic extrusion coat." {emphasis 
added) 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of applicant's invention to have made the filter of a cloth material and a glass 
fiber plastic extrusion coat according to the conventional means. 

As to claim 22, DeGrace as modified in the rejections above discloses a method 
for installing a fuel injector, the fuel injector having a solenoid coil, a tubular support 
acting as an inner pole of the solenoid coil, and a filter element affixed on an outer 
contour of the tubular support, the method comprising the steps of: producing the filter 
element, the filter element including a cup-shaped filter having a cloth material; 
extrusion-coating the filter element with a glass fiber plastic extrusion coat; providing 
grooves in the outer contour of the tubular support, the tubular support including a 
shoulder on a discharge side of the grooves, and the shoulder extending radially 
outward beyond outer edges of the grooves; mounting the filter element onto the outer 
contour of the tubular support; mounting an extension sleeve on an outer contour of the 
filter element, an inner diameter of the extension sleeve being slightly smaller than an 
outer diameter of the filter element; and compressing the glass fiber plastic extrusion 
coat of the filter element into the grooves in the outer contour of the tubular support, 
using mounting pressure applied by the extension sleeve. 
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Response to Arguments 

6. Applicant's arguments, see Appeal Brief, filed 06/29/2009, with respect to the 
rejection(s) of claim(s) 9 under 102(b) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of US Patent 3,779,268 to Conkling and US 
Patent 6,446,885 to Sims et al. 



Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RYAN REIS whose telephone number is (571)270-5060. 
The examiner can normally be reached on Monday through Friday 8:00am to 6:00pm 
EST. 

8. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Len Tran can be reached on (571 ) 272-1 1 84. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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9. Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/RR/ 

Examiner, Art Unit 3752 
/Len Iran/ 

Supervisory Patent Examiner, Art Unit 3752 



